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This application is up for consideration on the merits. 

I. Applicants' prior art submission has been considered to the extent of the 
English language as provided. Tsutsui et al ((4981605) is related to a polymer. The 
polymer is in a liquid form. 

IL The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Yasuhiko et al (JP 04-055403 
with a partial condition being supplied by applicants). 

Yasuhiko et al disclose and teach polymers having a molecular weight of 
from 300, up to 80 mol% ethylene units and more than 1% of epoxy units as a fact. 
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Therefore, each of the polymers would have the properties. Please see the whole 
disclosure of the applied reference, especially in submissions of the Abstract and 
partial translation on at least the claims on page 1 , on page 2 from "The present 
invention" to Examples. In addition, the language "density. . .", "melting point. . .", 
"epoxy group content. . .", "molecular weight distribution (Mw/Mn). . ." or the like 
is a property or a measurement property of a material and is given no patentable 
value for now over each of the applied polymers until applicants convincingly and 
timely shows or provide an evidence to the contrary for a timely consideration and 
examination to avoid a possibly, costly and timely litigation later on. For a 
patentability of the claimed property or measurement of the property of the 
material, it is allowed to request and require applicants to convincingly show or 
provide an evidence to the contrary for an early and timely consideration and 
examination to early allow the claims because the arguments alone are not a factual 
evidence. An allowed claim or patent would have no value when someone 
reasonably shows there is a possibly the same property using all possible 
combinations of the broad teachings and/or suggestions in the applied reference. 
Any evidence being not timely considered during the prosecution must be firstly 
considered and/or taken before any other issue is taken. One should look in to each 
of the issues because a benefit may be found and obtained. In the absence of 
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convincing evidence as early, timely and clearly pointed out and set forth on the 
record, since each of all property or measurement of the property in the claims has 
not been given any patentable value, it is reasonable that there would be at least 
one or more polymers being read on or within one or more of the claimed polymer. 
Accordingly, the above claims are reasonably found to be anticipated by Yasuhiko 
etal. 

In an alternative, the broad teachings and/or suggestions and obviously about 
the same claimed property are applied. Accordingly, the above claims are 
reasonably found to be rendered prima facie obvious by Yasuhiko et al. 

III. Claims 1 and 8-9 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yasuhiko et al (JP 
04-055403 with a partial condition being supplied by applicants). 

Yasuhiko et al disclose and teach polymers having a molecular weight of 
from 300, up to 80 mol% ethylene units and more than 1% of epoxy units as a fact. 
Therefore, each of the polymers would have the properties. Please see the whole 
disclosure of the applied reference, especially in submissions of the Abstract and 
partial translation on at least the claims on page 1, on page 2 from "The present 
invention" to Examples. In addition, the language "density. . .", "melting point. . .", 
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"epoxy group content. . .", "molecular weight distribution (Mw/Mn). . ." or the like 
is a property or a measurement property of a material and is given no patentable 
value for now over each of the applied polymers until applicants convincingly and 
timely shows or provide an evidence to the contrary for a timely consideration and 
examination to avoid a possibly, costly and timely litigation later on. For a 
patentability of the claimed property or measurement of the property of the 
material, it is allowed to request and require applicants to convincingly show or 
provide an evidence to the contrary for an early and timely consideration and 
examination to early allow the claims because the arguments alone are not a factual 
evidence. An allowed claim or patent would have no value when someone 
reasonably shows there is a possibly the same property using all possible 
combinations of the broad teachings and/or suggestions in the applied reference. 
Any evidence being not timely considered during the prosecution must be firstly 
considered and/or taken before any other issue is taken. One should look in to each 
of the issues because a benefit may be found and obtained. In the absence of 
convincing evidence as early, timely and clearly pointed out and set forth on the 
record, since each of all property or measurement of the property in the claims has 
not been given any patentable value, it is reasonable that there would be at least 
one or more polymers being read on or within one or more of the claimed polymer. 
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Accordingly, the above claims are reasonably found to be anticipated by Yasuhiko 
etal. 

The language "is obtained" or "prepared" in a material claim is a product- 
by-process. It has been considered but has and is given no patentable value over 
each of the applied polymers until applicants convincingly show or provide an 
evidence that the claimed processing step is, in fact, always provide a patentably 
distinct chemical structures than each of those in applied reference and the distinct 
chemical structure is, in fact, always provide an unusual or unexpected result over 
each of those in the applied reference with respect to a wax property in a toner in a 
copying process. In the absence of convincing evidence as early, timely and clearly 
pointed out and set forth on the record, the above claims are reasonably found to be 
anticipated by Yasuhiko et al. 

In an alternative, the broad teachings and/or suggestions and obviously about 
the same claimed property are applied. Accordingly, the above claims are 
reasonably found to be rendered prima facie obvious by Yasuhiko et al. 

IV. Claims 1-6 and 8-9 are rejected under 35 U.S.C. 103(a) as obvious 
over Yasuhiko et al (JP 04-055403 with a partial condition being supplied by 
applicants) considered in view of Ishii et al (203/0027955). 
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Yasuhiko et al disclose and teach polymers having a molecular weight of 
from 300, up to 80 mol% ethylene units and more than 1% of epoxy units as a fact. 
Therefore, each of the polymers would have the properties. Please see the whole 
disclosure of the applied reference, especially in submissions of the Abstract and 
partial translation on at least the claims on page 1, on page 2 from "The present 
invention" to Examples. In addition, the language "density. . .", "melting point. . .", 
"epoxy group content. . .", "molecular weight distribution (Mw/Mn). . ." or the like 
is a property or a measurement property of a material and is given no patentable 
value for now over each of the applied polymers until applicants convincingly and 
timely shows or provide an evidence to the contrary for a timely consideration and 
examination to avoid a possibly, costly and timely litigation later on. For a 
patentability of the claimed property or measurement of the property of the 
material, it is allowed to request and require applicants to convincingly show or 
provide an evidence to the contrary for an early and timely consideration and 
examination to early allow the claims because the arguments alone are not a factual 
evidence. An allowed claim or patent would have no value when someone 
reasonably shows there is a possibly the same property using all possible 
combinations of the broad teachings and/or suggestions in the applied reference. 
Any evidence being not timely considered during the prosecution must be firstly 
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considered and/or taken before any other issue is taken. One should look in to each 
of the issues because a benefit may be found and obtained. In the absence of 
convincing evidence as early, timely and clearly pointed out and set forth on the 
record, since each of all property or measurement of the property in the claims has 
not been given any patentable value, it is reasonable that there would be at least 
one or more polymers being read on or within one or more of the claimed polymer. 
Accordingly, the above claims 1-6 are not found to be patentable over Yasuhiko et 
al. 

Yasuhiko et al do not specify a catalyst in making a copolymer. However, it 
is known in the art at the time the invention was made to use the catalysts as those 
in claims 8 and 9 for making a copolymer. Evidence can be seen in at least Ishii et 
al on at least paragraphs 0008 to 0044. 

Since the references are all related to copolymers and catalysts, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to use or cite the known catalyst for a reasonable expectation of being 
able to make a copolymer as disclosed, taught and suggested by Ishii et al. 
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V. Claims 1, 3-6 and 8 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yuji et al (JP 04- 
0004204 with a partial condition being supplied by applicants). 

Yuji et al disclose and teach polymers having a molecular weight of from 
300, ethylene units and more than 1% of epoxy units as a fact. Therefore, each of 
the polymers would have the properties. Please see the whole disclosure of the 
applied reference, especially in submissions of the Abstract and partial translation 
on at least the claims on page 1, on page 2 from "Means to solve the Problem" to 
whole page 3, Examples. In addition, the language "density. . .", "melting point. . .", 
"epoxy group content. . .", "molecular weight distribution (Mw/Mn). . ." or the like 
is a property or a measurement property of a material and is given no patentable 
value for now over each of the applied polymers until applicants convincingly and 
timely shows or provide an evidence to the contrary for a timely consideration and 
examination to avoid a possibly, costly and timely litigation later on. For a 
patentability of the claimed property or measurement of the property of the 
material, it is allowed to request and require applicants to convincingly show or 
provide an evidence to the contrary for an early and timely consideration and 
examination to early allow the claims because the arguments alone are not a factual 
evidence. An allowed claim or patent would have no value when someone 
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reasonably shows there is a possibly the same property using all possible 
combinations of the broad teachings and/or suggestions in the applied reference. 
Any evidence being not timely considered during the prosecution must be firstly 
considered and/or taken before any other issue is taken. One should look in to each 
of the issues because a benefit may be found and obtained. In the absence of 
convincing evidence as early, timely and clearly pointed out and set forth on the 
record, since each of all property or measurement of the property in the claims has 
not been given any patentable value, it is reasonable that there would be at least 
one or more polymers being read on or within one or more of the claimed polymer. 
Accordingly, the above claims are reasonably found to be anticipated by Yuji et al. 

In an alternative, the broad teachings and/or suggestions and obviously about 
the same claimed property are applied. Accordingly, the above claims are 
reasonably found to be rendered prima facie obvious by Yuji et al. 

VI. Claims 1, 3-6 and 8 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yuji et al (JP 04- 
0004204 with a partial condition being supplied by applicants). 

Yuji et al disclose and teach polymers having a molecular weight of from 
300, ethylene units and more than 1% of epoxy units as a fact. Therefore, each of 
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the polymers would have the properties. Please see the whole disclosure of the 
applied reference, especially in submissions of the Abstract and partial translation 
on at least the claims on page 1, on page 2 from "Means to solve the Problem" to 
whole page 3, Examples. In addition, the language "density. . .", "melting point. . .", 
"epoxy group content. . .", "molecular weight distribution (Mw/Mn). . ." or the like 
is a property or a measurement property of a material and is given no patentable 
value for now over each of the applied polymers until applicants convincingly and 
timely shows or provide an evidence to the contrary for a timely consideration and 
examination to avoid a possibly, costly and timely litigation later on. For a 
patentability of the claimed property or measurement of the property of the 
material, it is allowed to request and require applicants to convincingly show or 
provide an evidence to the contrary for an early and timely consideration and 
examination to early allow the claims because the arguments alone are not a factual 
evidence. An allowed claim or patent would have no value when someone 
reasonably shows there is a possibly the same property using all possible 
combinations of the broad teachings and/or suggestions in the applied reference. 
Any evidence being not timely considered during the prosecution must be firstly 
considered and/or taken before any other issue is taken. One should look in to each 
of the issues because a benefit may be found and obtained. In the absence of 
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convincing evidence as early, timely and clearly pointed out and set forth on the 
record, since each of all property or measurement of the property in the claims has 
not been given any patentable value, it is reasonable that there would be at least 
one or more polymers being read on or within one or more of the claimed polymer. 
Accordingly, the above claims are reasonably found to be anticipated by Yuji et al. 

The language "is obtained" or "prepared" in a material claim is a product- 
by-process. It has been considered but has and is given no patentable value over 
each of the applied polymers until applicants convincingly show or provide an 
evidence that the claimed processing step is, in fact, always provide a patentably 
distinct chemical structures than each of those in applied reference and the distinct 
chemical structure is, in fact, always provide an unusual or unexpected result over 
each of those in the applied reference with respect to a wax property in a toner in a 
copying process. In the absence of convincing evidence as early, timely and clearly 
pointed out and set forth on the record, the above claims are reasonably found to be 
anticipated by Yuji et al. 

In an alternative, the broad teachings and/or suggestions and obviously about 
the same claimed property are applied. Accordingly, the above claims are 
reasonably found to be rendered prima facie obvious by Yuji et al. 
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VII. Claims 1, 3-6 and 8-9 are rejected under 35 U.S.C. 103(a) as obvious 
over Yuji et al (JP 04-0004204 with a partial condition being supplied by 
applicants) considered in view of Ishii et al (203/0027955). 

Yuji et al disclose and teach polymers having a molecular weight of from 
300, ethylene units and more than 1% of epoxy units as a fact. Therefore, each of 
the polymers would have the properties. Please see the whole disclosure of the 
applied reference, especially in submissions of the Abstract and partial translation 
on at least the claims on page 1, on page 2 from "Means to solve the Problem" to 
whole page 3, Examples. 

. In addition, the language "density. . .", "melting point. . .", "epoxy group 
content. . .", "molecular weight distribution (Mw/Mn) . . ." or the like is a property 
or a measurement property of a material and is given no patentable value for now 
over each of the applied polymers until applicants convincingly and timely shows 
or provide an evidence to the contrary for a timely consideration and examination 
to avoid a possibly, costly and timely litigation later on. For a patentability of the 
claimed property or measurement of the property of the material, it is allowed to 
request and require applicants to convincingly show or provide an evidence to the 
contrary for an early and timely consideration and examination to early allow the 
claims because the arguments alone are not a factual evidence. An allowed claim 
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or patent would have no value when someone reasonably shows there is a possibly 
the same property using all possible combinations of the broad teachings and/or 
suggestions in the applied reference. Any evidence being not timely considered 
during the prosecution must be firstly considered and/or taken before any other 
issue is taken. One should look in to each of the issues because a benefit may be 
found and obtained. In the absence of convincing evidence as early, timely and 
clearly pointed out and set forth on the record, since each of all property or 
measurement of the property in the claims has not been given any patentable value, 
it is reasonable that there would be at least one or more polymers being read on or 
within one or more of the claimed polymer. Accordingly, the above claims 1-6 are 
not found to be patentable over Yuji et al. 

Yuji et al do not specify a catalyst in making a copolymer. However, it is 
known in the art at the time the invention was made to use the catalysts as those in 
claim 9 for making a copolymer. Evidence can be seen in at least Ishii et al on at 
least paragraphs 0008 to 0044. 

Since the references are all related to copolymers and catalysts, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to use or cite the known catalyst for a reasonable expectation of being 
able to make a copolymer as disclosed, taught and suggested by Ishii et al. 
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VIII. A showing should be submitted in the next response to this Office 
action in order for it to be considered timely. 

IX. Claims 7 and 10-13 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

X. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoa V. Le whose telephone number is 571-272- 
1332. 

The examiner can normally be reached from 6:30 AM to 4:30 PM on 
Monday though Thursday and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessfiil, the 
examiner's supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving 
number 571-273-8300. Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system. Status 
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information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

/Hoa V. Le/ 

Primary Examiner, Art Unit 1795 
092608 



